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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 

. Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U S C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this commumcat,on. even (f Urnely f.led. may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )13 Responsive to communication^) filed on 14 June 2001 . 
2a)D This action is FINAL. 2b)|3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) Kl Claim(s) 27-48 is/are pending in the application. 

4a) Of the above claim(s) 30.31.47 and 48 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IEl Claim(s) 27-29 and 32-46 is/are rejected. 

7) [2 Claim(s) 28 is/are objected to. 

8) IEl Claim(s) 27-48 are subject to restriction and/or election requirement. 
Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
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If approved, corrected drawings are required in reply to this Office action. 
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1 .□ Certified copies of the priority documents have been received. 
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3.S Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

1 4) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 
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The request filed on 6-14-01 for a Continued Prosecution 
Application (CPA) under 37 CFR 1.53(d) based on parent 
Application No. 09/101,049 is acceptable and a CPA has been 
established. An action on the CPA follows. 

Restriction to one of the following inventions is required 

under 35 U.S.C. 121: 

I. Claims 27-29 and 32-46 drawn to a product, classified 
in class 257, subclass 269. 

II. Claims 30 and 31, drawn to a process, classified in 
class 438, subclass 3. 

The inventions are distinct, each from the other because of 
the following reasons: 

Inventions I and II are related as process of making and 
product made. The inventions are distinct if either or both of 
the following can be shown: (1) that the process as claimed can 
be used to make other and materially different product or (2) 
that the product as claimed can be made by another and 
materially different process (MPEP § 806.05(f)). In the instant 
case, the product as claimed can be made by another and 
materially different process such as a process not having 
cutting and separating steps. 

Because these inventions are distinct for the reasons given 
above and have acquired a separate status in the art as shown by 
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their different classification, restriction for examination 
purposes as indicated is proper. 

Because these inventions are distinct for the reasons given 
above and the search required for Group I is not required for 
Group II, restriction for examination purposes as indicated is 
proper . 

Because these inventions are distinct for the reasons given 
above and have acquired a separate status in the art because of 
their recognized divergent subject matter, restriction for 
examination purposes as indicated is proper. 

In the amendment entered 6-14-01 a provisional election was 
made without traverse to prosecute the invention of Group I, 
claims 27-29 and 32-46. Affirmation of this election must be 
made by applicant in replying to this Office action. Claims 30 
and 31 are withdrawn from further consideration, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 

Applicant is reminded that upon the cancellation of claims 
to a non-elected invention, the inventorship must be amended in 
compliance with 37 CFR 1.48(b) if one or more of the currently 
named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship 
must be accompanied by a petition under 37 CFR 1.48(b) and by 
the fee required under 37 CFR 1.17(i). 
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The subject matter of this application admits of 
illustration by a drawing to facilitate understanding of the 
invention. Applicant is required to furnish a drawing under 37 
CFR 1.81. No new matter may be introduced in the required 
drawing. 

Claim 28 is objected to because it improperly contains a 
period in the body of the claim. 

The following is a quotation of the second paragraph of 35 
U.S.C. 112: 

The specification shall conclude with one or more claims particularly 
pointing out and distinctly claiming the subject matter which the applicant 
regards as his invention. 

Claims 27 32-36, 38-40, 42, 43, 45 and 46 are rejected 
under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

In claims 27, 32, 38, 39 and 45 the language "in the region 
of 5 to 15mm" is vague relative language of degree for which the 
disclosure provides no clear standard for measuring the degree, 
or it is not apparent if the degree is limited by the 
disclosure, and one of ordinary skill in the art in view of the 
prior art and the status of the art would not otherwise be 
reasonably apprised of the scope of the language. 
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In claims 33 and 46 the language "in the region of 12mm" is 
vague relative language of degree for which the disclosure 



not apparent if the degree is limited by the disclosure, and one 
of ordinary skill in the art in view of the prior art and the 
status of the art would not otherwise be reasonably apprised of 
the scope of the language. 

In claims 34, 39 and 46 the language "in the region of 50 
to 200 \xm" is vague relative language of degree for which the 
disclosure provides no clear standard for measuring the degree, 
or it is not apparent if the degree is limited by the 
disclosure, and one of ordinary skill in the art in view of the 
prior art and the status of the art would not otherwise be 
reasonably apprised of the scope of the language. 

In claim 42 the language "in the region of the region of 12 
to 180 picoFarad" is vague relative language of degree for which 
the disclosure provides no clear standard for measuring the 
degree, or it is not apparent if the degree is limited by the 
disclosure, and one of ordinary skill in the art in view of the 
prior art and the status of the art would not otherwise be 
reasonably apprised of the scope of the language. 

In claim 43 the language "in the region of the region of 30 
to 500 picoFarad" is vague relative language of degree for which 



provides no clear standard for measuring the degree, or it is 
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the disclosure- provides no clear standard for measuring the 
degree, or it is not apparent if the degree is limited by the 
disclosure, and one of ordinary skill in the art in view of the 
prior art and the status of the art would not otherwise be 
reasonably apprised of the scope of the language. 

In the rejections infra, reference labels are generally 
recited only for the first recitation of identical claim 
language . 

The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or 
a foreign country or in public use or on sale in this country, more than one 
year prior to the date of application for patent in the United States. 

(e) the invention was described in a patent granted on an application for 
patent by another filed in the United States before the invention thereof 
by the applicant for patent, or on an international application by another 
who has fulfilled the requirements of paragraphs (1), (2), and (4) of 
section 371(c) of this title before the invention thereof by the applicant 
for patent. 

The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 
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This application currently names joint inventors. In 
considering patentability of the claims under 35 U.S.C. 103(a), 
the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered 
therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1.56 to 
point out the inventor and invention dates of each claim that 
was not commonly owned at the time a later invention was made in 
order for the examiner to consider the applicability of 35 
U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior 
art under 35 U.S.C. 103 (a) . 

Claims 29 and 45 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Jordon (5423334) . 

At column 15, line 33 to column 16, line 61; column 19, 
line 27 to column 20, line 14; and column 26, lines 31-44, 
Jordon teaches the following: 

Claim 29. Electronic label comprising an electronic module 180 
having a substrate 182 with a major plane surface, an antenna 184 
and an electronic microcircuit 194, said microcircuit being 
connected to the antenna to enable contactless operation of the 
module, the whole of the antenna being arranged on the substrate 
and comprising turns 188 made in the plane of the substrate, said 
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microcircuit antenna connection including said antenna having 
connection terminals being electrically connected to 
corresponding, respective contact pads 128, 130 of the 
microcircuit, a tuning capacitor being connected in parallel to 
the terminals of the antenna to the contact pads of the 
electronic microcircuit, the value of the capacitor being chosen 
to obtain an operating frequency for module in the range of 
approximately 1 Mhz to 450 Mhz ("4.2 Mh") . 

Claim 45. Electronic label in accordance with claim 29, 
wherein the substrate has its largest measurement in the region 
of 5 to 15mm, and said antenna, microcircuit, and capacitor, all 
fit on top of said substrate within said dimensions in the region 
of 5 to 15mm. 

To further clarify the teaching that the substrate has its 
largest measurement in the region of 5 to 15mm, it is noted that 
the module has a diameter in the region of 5 to 15mm ("less than 
or equal to approximately 20.0 millimeters") and the substrate 
diameter is disclosed to be less than the module diameter. 

Claims 42 and 43 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Jordan (5423334) . 

Jordan is applied to claims 42 and 43 for the reasons it was 
applied to claim 29, and is further applied supra. 

Jordon does not appear to explicitly teach the following: 
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Claim 42. Electronic label in accordance with claim 29, wherein 
the value of tuning capacitor is in the region of 12 to 180 
picoFarad, and the operating frequency of the module is 
approximately 13.56 Mhz. 

Claim 43. Electronic label in accordance with claim 29, wherein 
the value of turning capacitor is in the region of 30 to 500 
picoFarad, and the operating frequency of the module is 
approximately 8.2 Mhz. 

Nonetheless, it would have been an obvious matter of design 
choice bounded by well known manufacturing constraints and 
ascertainable by routine experimentation and optimization to 
choose the particular claimed range limitations because 
applicant has not disclosed that the limitations are for a 
particular unobvious purpose, produce an unexpected result, or 
are otherwise critical, and it appears prima facie that the 
process would possess utility using other ranges. Indeed, it 
has been held that optimization of range limitations are prima 
facie obvious absent a disclosure that the limitations are for a 
particular unobvious purpose, produce an unexpected result, or 
are otherwise critical. 

Claims 27, 28, 32-36 and 38-41 are rejected under 35 
U.S.C. 102(e) as being anticipated by Matsuzaki (5604383). 
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At column 6, line 57 to column 11, line 12, Matsuzaki 
teaches the following: 

Claim 27. An electronic label comprising an electronic module 
having a substrate 10 with a major plane surface; a spiral 
antenna 33 mounted on said substrate and having a plurality of 
turns parallel to the major plane surface, and having an outer 
size in the region of 5 to 15mm (derived from disclosure 
including drawings); and an electronic micro circuit 60 connected 
to said antenna. 

Claim 28. An electronic label comprising an electronic module 
having a substrate with a major plane surface; an antenna mounted 
on top of said substrate and having a plurality of turns parallel 
to the substrate major plane surface; an electronic micro circuit 
insulatively 34, 42 mounted on top of and electrically connected 
to said antenna; said electrically connected antenna and 
microcircuit comprising connection terminals 37a, 37b of the 
antenna and contact pads of the electronic microcircuit connected 
via leads 64. 

Claim 32. Electronic label in accordance with claim 27, 
characterized in that the largest measurement of the electronic 
module is in the region of 5 to 15mm, respectively, when said 
antenna having an outer size respectively in the region of 5 to 
15mm. 
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Claim 33. Electronic label in accordance with claim 27, wherein 
the antenna has an outer size in the region of 12mm (derived from 
disclosure including drawings) . 

Claim 34. Electronic label in accordance with claim 27, wherein 
the antenna spiral comprises between approximately 6 and 
approximately 50 turns (each antenna corner is a turn), the width 
of each turn being of about 50 to 300 pni ("100 Mm or more"), and 
the space between two contiguous turns being in the region of 50 
to 200 \m (derived from disclosure including drawings) . 
Claim 35. Electronic label in accordance with claim 27, wherein 
the outer shape of said spiral is selected from the group 
consisting of substantially circular, substantially square, and 
substantially oval. 

Claim 36. Electronic label in accordance with claim 27, wherein 
the microcircuit is placed on the same side as and astride the 
antenna . 

Claim 38. Label according to claim 28, wherein said substrate has 
its largest dimension in said major plane in the region of 5 to 
15mm, and the largest dimensions of the antenna, and microcircuit 
parallel to said plane are smaller than said substrate. 
Claim 39. Electronic label in accordance with claim 28, wherein 
the antenna is a spiral whose outer size is in the region of 5 to 
15mm, having between approximately 6 and approximately 50 turns, 
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the width of each turn being of about 50 to 300 pm, and the space 
between two contiguous turns being in the region of 50 to 200 |im. 
Claim 40. Electronic label in accordance with claim 39, wherein 
the outer shape of said spiral is selected from the group 
consisting of substantially circular, substantially square, and 
substantially oval. 

Claim 41. Electronic label in accordance with claim 28, wherein 
the microcircuit is located on top of a central portion of the 
antenna . 

To further clarify the teaching of the preambular 
limitation, "an electronic label/' it is noted that the preamble 
is accorded little patentable weight because it merely recites 
the intended use of the product, the body of the claim does not 
depend on the preamble for completeness, and the structural 
limitations are able to stand alone. Kropa v. Robie, 187 F.2d at 
152, 88 USPQ at 481. Moreover, the intended use as an 
electronic label does not structurally limit the claims, and the 
product of Matsuzaki can be used for the intended use. 

Claims 28 and 37 are rejected under 35 U.S.C. 102(a) as 
being anticipated by Hayashi (JP7146922) . 

In the English abstract and figures, Hayashi teaches the 
following : 
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Claim 28. An electronic label comprising an electronic module 
having a substrate 34 with a major plane surface; an antenna 32 
mounted on top of said substrate and having a plurality of turns 
parallel to the substrate major plane surface; an electronic 
micro circuit 40 insulatively ("insulating substrate") mounted on 
top of and electrically connected to said antenna; said 
electrically connected antenna and microcircuit comprising 
connection terminals (inherent structure) of the antenna and 
contact pads (inherent structure) of the electronic microcircuit 
connected via leads 44a, 44b. 

Claim 37. Label according to claim 28, wherein said microcircuit 

is smaller than said antenna and is mounted thereon completely 

within boundaries of said antenna. 

Claim 44 is rejected under 35 U.S.C. 103(a) as being 

unpatentable over Jordan as applied to claim 29, and further in 
combination with Koo (4156249) . 

Jordan does not appear to explicitly teach the following: 
Claim 44. Electronic label in accordance with claim 29, wherein 
the tuning capacitor is obtained by depositing oxidized silicon 
on the surface of the microcircuit previously coated with an 
insulator . 

Nonetheless, at column 5, line 26 to column 6, line 27, Koo 
teaches a tuning capacitor that is obtained by depositing 
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oxidized silicon on the surface of a microcircuit previously 
coated with an insulator. Moreover, it would have been obvious 
to combine the product of Koo with the product of Jordan because 
it would provide a capacitor. 

Claim 46 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Jordan as applied to claim 29, and further in 
combination with Matsuzaki (5604383) . 

As cited supra, Jordan teaches wherein the antenna has a 
spiral shape comprising between approximately 6 and approximately 
50 turns because the scope of the inclusive claim language 
"comprising" encompasses more than 50 turns, and Jordan teaches 
"approximately 600 turns." 

Jordan does not appear to explicitly teach the width of 
each turn being about 50 to 300 \m, the space between two 
contiguous turns being in the region of 50 to 200 Mm, and the 
microcircuit being mounted on top of the antenna. 

Nevertheless, as applied to claims 28 and 34, Matsuzaki 
teaches wherein an antenna has a width of each turn being about 
50 to 300 |om, the space between two contiguous turns being in the 
region of 50 to 200 \m, and a microcircuit being mounted on top 
of the antenna. 
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Furthermore, it would have been obvious to combine the 
product of Matsuzaki with the product of Jordan because it would 
provide a small product. 

Any telephone inquiry of a general nature or relating to the status (MPEP 203.08) of 
this application or proceeding should be directed to the group receptionist whose telephone 
number is 703-308-1782. 

Any telephone inquiry concerning this communication or earlier communications trom 
the examiner should be directed to David E. Graybill at (703) 308-2947. Regular office hours: 
Monday through Friday, 8:30 a.m. to 6:00 p.m. 

The fax phone number for group 2800 is 703/305-343 1 . 



David E. Graybill 
Primary Examiner 
Art Unit 2814 



D.G. 

24-Aug-01 



